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Passt Brewine Co. v. Decatur BreEwING Co., ET AL. 
(284 Fed. Rep. 110) 


United States Circuit Court of Appeals, Seventh Circuit 
September 12, 1922 


TrapE-Marks AND TrRADE-NAmMEsS—UNFAIR CoMPETITION—“BivuE Rrpson,” 
As For Beer, Not INrrincep By Its Use as Trape-NAME For MALT 
EXTRACT, 

The name “Blue Ribbon,” established by complainant as a trade- 
name for beer, held not infringed by its use as the trade-name of a 
malt extract, which cannot lawfully be used for making beer, it ap- 
pearing that the name, as a term denoting high merit, has been regis- 
tered more than sixty times as a trade-name for various articles of 
commerce, 


In equity. Action for unfair competition. Decree for de- 


fendants, and complainant appeals. Affirmed. 


“The controversy is over the use of the trade-name ‘Blue Ribbon,’ as 
applied to a commercial product known as malt extract. For many years 
appellant, Pabst Brewing Company, had registered and used this name 
on a certain make of its beer, and established for it so wide a trade that 
it might well be said that the term ‘Blue Ribbon’ as applied to beer 
had acquired a secondary meaning indicating the Pabst beer. 

“Appellee Brewing Company had long operated a brewery at Decatur, 
Ill., but, having discontinued operations, it handled for Pabst its beers, 
including the ‘Blue Ribbon’ brand, for Decatur and vicinity, until such 
time as manufacture and sale of beer was prohibited. In February or 
March, 1919, appellee began to put out a malt extract under the name of 
‘Blue Ribbon,’ and soon acquired for it a very considerable trade, and 
it then secured Patent Office publication ‘Blue Ribbon’ as its trade-mark 
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for malt extract. It had communicated with appellant, stating its inten- 
tion to use the name in connection with such product, and thereafter appel- 
lant objected to its use, claiming it alone had a right to use it with such 
product. Up to that time, however, appellant’s use of the name had been 
in connection with beer only, and, subsequent to prohibition, with its near 
beer. It had put out a malt extract under the name of ‘Frementone,’ 
and a very similar, if not wholly identical, product—malt syrup—under 
the name of ‘Purity. But, some weeks after appellee began marketing 
malt extract under the ‘Blue Ribbon’ name, the Pabst Company applied 
the name to certain of its malt syrup, although there is evidence of their 
manifestation of intention to do so sometime before. The evidence, how- 
ever, requires the conclusion that, as between these parties, appellees were 
the first by several weeks to apply the name to a malt extract or syrup. 

“The product is prepared by malting grain, generally barley, and in the 
course of its preparation it becomes the ‘wort, or malt liquor, which is 
an important ingredient of beer. In this state it contains about 80 per 
cent. of water, and the extract or syrup is produced by reducing the 
water content to about 20 per cent., the result being a thick, viscous, 
syrupy substance, largely sugar, and having the distinctive malt flavor. 
Some difference in temperature is said to make the product either extract 
or syrup. 

“The evidence shows that, since national prohibition, there has been a 
very large increase in the manufacture of this product, the far greater 
part of it being used in the making of so-called ‘home brew’ beer; but 
it is also used in much the same way as glucose and ordinary syrup for 
baking and in making confectionery, this being substantially its entire use 
prior to prohibition. For the general retail trade, it comes packed in 
two-pound tin cans, like the ordinary friction top syrup can, with labels 
containing such brands or devices as the maker or seller may attach. 
Many others than these parties are engaged in its production. 

“The District Court found that the product did not fall within the 
general character or classification of beer, for which appellant had secured 
its trade-mark and established its reputation and trade, and that there 
was no likelihood of confusion of appellee’s product with that of appellant, 
and denied appellant the relief it sought against appellee, dismissing the 
bill for want of equity.” 


Geo. A. Chritton and Max W. Zabel, both of Chicago, IIL., 
for appellant. 


Luther Johns, of Chicago, Ill., for appellees. 


Before Baker, ALSCHULER and Evans, Circuit Judges. 


Avscuuter, Circuit Judge (after stating the facts as above): 
In the voluminous legal literature submitted by way of briefs and 
arguments, there are again reviewed the numerous adjudicated cases 
on trade-marks and kindred subjects, appellant emphasizing such 
as exhibit the wider range of coverage of a given trade-name, and 
appellee those wherein the protection accorded appears less inclu- 
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sive. So often have such cases been collated, compared and dis- 
tinguished that it is apprehended no useful purpose would be served 
by here repeating the process. As to general principles involved, 
there is little, if any, dispute; but their application to specific facts 
and conditions is at times confusing, and has led to results not 
always reconcilable. 

The product in question is in no sense a beverage; it is at 
most usable as one of the ingredients of a beverage, which, when 
produced, would most likely be such as now falls under the ban 
of the law. Prior to prohibition there was little or none of the 
present notoriously prevailing practice of making “home brew.” 
If persons wanted beer, they would go out and buy it; and if now- 
adays they desire the product called “near beer,” they go into the 
market and purchase such make of it as they wish. It is not sup- 
posable that persons would trouble themselves to procure the ingre- 
dients for near beer and make it at home. It may well be assumed 
that, in so far as this product is employed as an ingredient for 
making any beverage, it is the real, old-fashioned, alcoholic beer, 
and it is not apprehended that its use for such purpose can in any 
manner conflict with anybody’s lawful trade therein. 

If the actual use of the product were for purposes other than 
as an ingredient of an alcoholic beverage, it is not readily conceiv- 
able how its exploitation for such use would to any appreciable 
extent conflict with or injure appellant in its trade in any product, 
which, during all the years preceding, it had made and sold under 
the trade-name of “Blue Ribbon.” 

While it is not in all cases essential to the protection of one’s 
right to a trade-name that he shall have made actual use of it in 
connection with the various products of the same general nature 
as that with which he has distinctly associated it, nevertheless a 
failure so to do may have bearing on the equities in a controversy 
such as this. If the appropriation of “Blue Ribbon” in connec- 
tion with beer carried with it the right to use it in connection with 
a malt extract or syrup, it is significant that appellant employed 
other names for marketing those products, and did not avail itself 


of the asserted large advantage which would accrue to it through 
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applying to that product this well-known name of its beer. Its 
activity in this direction did not seem to be greatly aroused until 
appellee gave evidence of building up some trade on the extract, 
which, it may be fairly inferred from the evidence, came as the 
result of extensive advertising of the product as an ingredient for 
“home brew,” rather than because of any particular brand or label 
on the cans. 

Shortly after this cause was decided in the District Court, a 
case was heard in the Southern District of New York, involving the 
use of the name “Budweiser” as applied to malt extract; the com- 
plaining party being the Anheuser-Busch Brewery, which under 
such name had built up a great trade for its beer. Anheuser-Busch 
v. Budweiser Malt Products Corp., 284 Fed. ——, decided Sep- 
tember 27, 1921. In the opinion there, Judge Mack stated he was 
bound to follow the Circuit Court of Appeals of the Second Circuit 
in Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407, 159 
C. C. A. 461, L. R. A. 1918C, 10389 [8 T. M. Rep. 163], where 
it was held that a trade-mark for pancake flour would be infringed 
by one employing the trade-mark on a syrup. But, commenting 
on the case at bar and the opinion of Judge Carpenter therein, it 


was stated: 


“Tt might, however, well be contended that the term ‘Blue Ribbon’ is 
not necessarily so distinctive as ‘Budweiser.’ ” 

Outside of the beer industry, the name “Budweiser” had no 
significance whatever in this country, and then only as applied to 
the Anheuser-Busch product. It is as arbitrary as though it were 
“XYZ.” The term “Blue Ribbon,” on the contrary, had long ac- 
quired special significance, wholly apart from its use as a trade- 
name for any product. The Century Dictionary says it is employed 
to indicate membership in total abstinence organizations. Surely 
it was not this application which induced its employment as a trade- 
name for beer. A further definition given is that it signifies high 
merit, as indicating first prize for excellence at an exhibition or 
contest. It is in this long and well-understood sense that it has been 
so very much used as a trade-name for articles of commerce. It 
was shown to have been registered in the Patent Office over 60 
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times, some of the several registrations being for whiskey, wine, 
vinegar, flavoring extract, candy, chewing gum, chocolate, flour, 
bread, cigars, chewing and smoking tobacco, citrus fruits, fresh 
grapes, fresh deciduous fruits, and canned fruits. Such registra- 
tions at different times and to different persons would indicate 
that the Patent Office did not recognize a large measure of inclusive- 
ness in the name. Indeed, after appellant’s registration for beer, 
it twice made publications for malt extract—once in 1907, which 
use, at the demand or request of appellant, was abandoned, and 
again to appellee, the right to which, as against appellant, is here 
in controversy. 

In view of the very wide and general employment of “Blue 
Ribbon” as a trade-name, we believe the District Court properly 
concluded that appellant’s right to use it was limited to its registered 
product, and whatever other first use it made of it, and that in 
appellee’s use of it there was no likelihood of any confusion of 
its product with that of appellant. 

We find nothing in the record which requires the conclusion 
that (apart from the controversy respecting the trade-name) ap- 
pellee was guilty of unfair trade practices toward appellant. 


The decree of the District Court is affirmed. 





Pyte Nar. Co. v. Orrver Exvectrric Mere. Co. 
(281 Fed. Rep. 632) 


Circuit Court of Appeals, Eighth Circuit 
June 15, 1922 


TraApDE-MarKs AND TrRADE-NAMEsS—UNFair CoMPETITION—“‘UNFaiR CompE- 

TITION” DEFINED. 

“Unfair competition” in business consists in palming off the goods 
or wares of one manufacturer as and for the goods or wares manu- 
factured and furnished by another. 

TrabE-Marks AND TrADE-NAmMEs—UwNFairn CoMpeTITION—SELLING REPAIR 
Parts For ANOTHER’s Macnines—Iack or Deception. 
Unfair competition is based on the idea that some deception is 
practiced by the seller of the goods, and where plaintiff, in selling 
repair parts for plaintiff's patented electrical machines to highly 
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skilled railroad purchasing agents, practiced no deception, and decep- 
tion, if attempted, would have been futile, there was no unfair com- 
petition. 
TrapE-Marks AND TrapE-NamMes—Unrairn Competition—UnrFair CoMPETI- 
TION NOT PREDICATED ON SuPeERIORITY OF PLAtntiFF’s Goons. 
Where defendant practiced no deception in selling repair parts 
for plaintiff’s patented machines, unfair competition could not be 
predicated on the fact that the repair parts furnished by plaintiff 
were superior in point of workmanship and quality to those furnished 
by defendant. 


From a decree for defendant, plaintiff appeals. Affirmed. 


John J. Healy and F. P. Davis, both of Chicago, Ill. (Parker 
§ Carter, of Chicago, Ill., Cook § McCauley, of St. Louis, 
Mo., and Francis W. Parker and Francis W. Parker, Jr., 
both of Chicago, Ill., on the briefs), for appellant. 

Edwin E. Huffman, of St. Louis, Mo., for appellee. 


Before Lewis, Circuit Judge, and Trieser and Pottock, Dis- 
trict Judges. 

Pottock, District Judge: This appeal challenges the correct- 
ness of the decree entered in the trial court holding defendant to 
be guilty neither of the contributory infringement of complainant’s 
rights secured to it by letters patent, nor of unfair competition in 
business in the furnishing to the owners of patented equipment 
repair parts necessary to maintain their machines in operation and 
repair. The parties, for convenience of reference, will be de- 
signed as they stood on the record in the trial court. The facts 
necessary to a decision may be briefly summarized as follows: 

Complainant for many years has been engaged in making and 
selling, under letters patent, electrically lighted locomotive head- 
lights. These machines consist of a small steam-operated turbine 
and the electrical appliances necessary to generate the electric 
current employed in the headlights. The turbine is operated by 


steam from the locomotive boiler. The defendant manufactures 





and furnishes repair parts for these patented machines, on request 
or order of the purchasing agents of the different railway com- 
panies of the country, as the same may be demanded to repair the 


broken or worn-out parts of said electrical machines made and sold 
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by complainant under its patents. This suit was instituted by 
complainant to enjoin and restrain defendant from the making and 
furnishing of such repair parts of its machines: (a) On the ground 
such acts of defendant infringed upon complainant’s rights secured 
to it by some five letters patent under which the machines are 
originally constructed; (b) on the ground of unfair competition 
of defendant with complainant in the business of furnishing such 
repair parts. There was a decree for defendant. Complainant 
appealed. 

Coming now to the further complaint of unlawful competition 
in business, we find even less of merit from the proofs. Unfair 
competition in business consists in palming off the goods or wares 
of one manufacturer on the public, as purchasers, as and for the 
goods or wares manufactured and furnished by another. Unfair 
competition in business, therefore, is based on the idea some decep- 
tion is practiced by the seller or furnisher of the goods. Howe 
Scale Co. v. Wyckoff, Seamans, etc., 198 U. S. 118, 25 Sup. Ct. 
609, 49 L. Ed. 972; French Republic v. Saratoga Vichy Co., 191 
U. S. 427, 24 Sup. Ct. 145, 48 L. Ed. 247;Lawrence Mfg. Co. v. 
Tennessee Mfg. Co., 188 U. S. 587, 11 Sup. Ct. 396, 34 L. Ed. 997. 
Mr. Chief Justice Fuller, delivering the opinion for the court in 
Howe Scale Co. v. Wyckoff, Seamans, etc., supra, said: 
“The essence of the wrong in unfair competition consists in the sale 
of the goods of one manufacturer or vendor for those of another, and 
if defendant so conducts its business as not to palm off its goods as those 
of complainant the action fails. As observed by Mr. Justice Strong in 
the leading case of Canal Company v. Clark, 13 Wall. 311: ‘Purchasers 
may be mistaken, but they are not deceived by false representations, and 
equity will not enjoin against telling the truth’ And by Mr. Justice 
Clifford, in McLean v. Fleming, 96 U. S. 245: ‘A court of equity will not 
interfere when ordinary attention by the purchaser of the article would 
enable him at once to discriminate the one from the other.” And by Mr. 
Justice Jackson in Columbia Mills Company v. Alcorn, 150 U. S. 460: 
‘Even in the case of a valid trade-mark, the similarity of brands must 
be such as to mislead the ordinary observer.’ And see Coats v. Merrick 


Thread Company, 149 U. S. 562; Liggett & Myers Tobacco Company v. 
Finzer, 128 U. S. 182.” 









When we come to the proofs in the case, we find defendant 
guilty of no deception in the conduct of its business whatever. As 


4 


the railway systems of the country are the only customers com- 
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plainant has for its patented machines, and as these companies 
employ purchasing agents highly skilled and equipped with tech- 
nical knowledge of what is desired and used by their company, 
and, as well, the value of the same, deception, even if attempted 
by defendant, would be both impractical and futile. 

It may be true, as is asserted by complainant, the repair parts 
of their patented machines furnished by them are superior in point 
of workmanship and quality of materials to those furnished by 
defendant. However, if so, it must be presumed this superiority 
of complainant’s parts is fully compensated in the price paid by 
the user. The quite evident purpose of complainant in this suit, 
from the briefs and arguments made, is a quite natural desire to 


draw unto itself, if possible, the exclusive right of furnishing repair 


parts to its patented machines. The consummation of this pur- 
pose, however, no matter how natural on the part of the com- 
plainant, or how devoutly wished, would, in the end, result in the 
upbuilding of such monopolies in trade and business as would 
not be welcomed by the purchasing public. 

It follows the decree entered must be affirmed. 


B. B. & R. Knieut, Inc., et av. v. W. L. Mitner & Co. 
(283 Fed. Rep. 816) 


District Court, Northern District of Ohio 
September 29, 1922 


TrapE-MarKs AND TrADE-NamEes—UwnrFain CoMPpeTITION—INFRINGEMENT— 
Fruit oF THE Loom on Corron Piece Goops—UsEe on UNLICENSED 
Goopvs—INJUNCTION. 

Where complainant, owner of the trade-mark “Fruit of the Loom,” 
for cotton piece goods, for thirty years licensed manufacturers of 
shirts and other garments made from such goods to use the trade-mark 
on condition that they joined with complainant in guaranteeing both 
goods and workmanship, and shirts with such trade-mark became 
widely known as “Fruit of the Loom” shirts, defendant in having 
shirts made from the goods, with the words “Fruit of the Loom” 
stamped on the neck-band and bearing labels similar in form and 
position to those of complainant’s licensee and which it advertised 
and sold as “Genuine Fruit of the Loom shirts,” intended to deceive 
purchasers and to wrongfully obtain the benefit of the trade-mark 
reputation, and entitled the owner and licensee to an injunction. 









B. B. & R. KNIGHT, INC., ET AL. V. W. L. MILNER & CO. 








In equity. 





On motion for preliminary injunction. Granted. 


S. M. Douglas and Brown, Hahn § Sanger, all of Toledo, 
Ohio, and Clifford E. Dunn, of New York City, for 
plaintiff. 

Doyle §& Lewis, of Toledo, Ohio, for defendant. 
























WestTENHAVER, District Judge: This cause involves alleged 
infringement by defendant of a trade-mark and unfair competition. 
It has been fully heard and argued upon an application for a pre- 
liminary injunction. Due consideration has been given to the sev- 
eral contentions of parties, and a conclusion has been reached sat- 
isfactory to me; but in the press of business I can only submit 
a memorandum sufficient to inform counsel of the grounds of my 
conclusion. 

The facts are really not in dispute, with perhaps one exception. 
No extended statement of the case needs to be made. B. B. & R. 
Knight, Inc., are the owners of a trade-mark in the words “Fruit 
of the Loom” as applied to cotton piece goods. It has been so used 
and applied for more than 70 years. This trade-mark has also 
for more than 80 years been used and applied to various articles 
of wearing apparel made up from cotton piece goods bearing that 
trade-mark. Among the articles of wearing apparel thus made 














up, and to which the trade-mark has been applied, have been men’s 
shirts and boys’ blouses. During this period of 30 years, B. B. 
& R. Knight, Inc., has permitted and licensed manufacturers of 
men’s shirts and other garments to use and apply this trade-mark, 
but has done so only on condition that the manufacturer join with 
the owner of the trade-mark in guaranteeing, not only the quality 
of the goods, but the workmanship, design, and reliability of the 
finished article. They have selected only reliable manufacturers 
of high standing, and have required such manufacturers to join 
with the owner of the trade-mark in such warranty and guaranty, 
and also in an obligation to refund the purchase price if the ulti- 
mate user was for any reason dissatisfied with the article. The 
obligation to refund the money was one to be performed by both 
the manufacturer of the article and by the maker of the cloth. 
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Defendant’s affidavits put in issue this last practice, but the evidence 
leaves no doubt that the facts are as stated. As a result of this 
course of business during a period of 30 years, shirts and similar 
articles of wearing apparel thus manufactured and guaranteed have 
become known to the trade as Fruit of the Loom shirts or product. 
The Ernest Simons Manufacturing Company has during the past 
two years been the exclusive licensee under this course of business 
for the manufacture and distribution of Fruit of the Loom shirts. 

These facts are and have been for a number of years well 
known to the defendant. At times prior to the year 1922 the de- 
fendant has handled and sold at its department store in Toledo, 
Ohio, shirts and other garments thus made and guaranteed and 
bearing the usual labels and trade-marks. In the early part of 
1922 the Ernest Simons Manufacturing Company constituted the 
Lasalle & Koch Company, a department store in Toledo, Ohio, 
the sole establishment in Toledo to sell and handle its output of 
men’s shirts. In the spring of 1922 this department store adver- 
tised this product, and particularly men’s shirts, as Fruit of the 
Loom shirts extensively in Toledo newspapers. The defendant, 
being engaged in a competitive business, was unable to obtain gen- 
uine Fruit of the Loom shirts for sale. It then obtained genuine 
Fruit of the Loom cloth, and had shirts made for it by the Com- 
modore Shirt Company and others, not authorized by B. B. & R. 
Knight, Inc., to use its trade-mark. It is this product and the 
representations made by defendant, by advertisement and other- 
wise in selling it, which has produced this lawsuit. 

These shirts do not contain the Fruit of the Loom ticket iden- 


tified as Exhibit B with plaintiff's bill, but they do bear stamped 


on the neckband the legend “Fruit of the Loom,” and in the yoke 


a small label in a similar position and in similar form and appear- 
ance to the label of the Ernest Simons Manufacturing Company. 
This label bears the manufacturer’s name, and also the words 
“Made from Fruit of the Loom.” The words “Made from” are 
the least conspicuous part of this yoke label. The defendant, after 


procuring this product, inserted certain advertisements in Toledo 
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newspapers. One, dated Wednesday, July 19, 1922, contains the 








following: 





“There are alone over 500 usual $2 printed Fruit of the Loom shirts. 
° 9? * Ae ear 
















In an advertisement dated July 20, 1922, under a display 
heading, “Shirts on Sale,” is the following: 


“Fruit of the Loom shirts $1.19. * * * Men’s $2 genuine Fruit of 
the Loom shirts in neat striped patterns.” 


In an advertisement inserted August 17, 1922, is the following: 


“Men’s shirts $1.45. * * * Fine assortment of much higher priced 
shirts—woven and printed Madras, Percale, Repp cloth and genuine Fruit 
of the Loom muslin shirts.” 

















The evidence shows, as these advertisements imply, that gen- 
uine licensed and guaranteed Fruit of the Loom shirts are sold at 
$2; also that defendant’s shirts are more cheaply made and are 
of inferior workmanship. 

Upon the foregoing facts the law is well settled that the de- 
fendant’s conduct is unlawful and that the plaintiffs are entitled to 
an injunction. The defendant must be found to have intended to 
produce confusion by the labeling and markings of its shirts, and 
particularly by its methods of advertising. It must be found to 
have done so with the wrongful object and purpose of appropriating 
some part of the plaintiffs’ trade and good-will, and of passing out 
to the purchasing public its shirts under favor of plaintiffs’ reputa- 
tion and good-will, built up by many years of labor and advertising. 
The authorities supporting this conclusion are so numerous, and 
the law is so well settled, that no citation or review thereof is 
necessary. Defendant's contention that plaintiffs are not entitled 
to relief because their method of doing business tends to create a 
monopoly in restraint of trade, and that therefore they do not come 
into court with clean hands, is untenable. See Coca-Cola Co. v. 
Gay-Olo Co. (6 C. C. A.) 200 Fed. 720, 119 C. C. A. 164 [4 T. M. 
Rep. 297]. That plaintiffs under the circumstances above stated 
are entitled to have protected the trade-mark as applied to the 
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made-up garments and to prevent any unfair practices with respect 
thereto, and that defendant’s right to buy Fruit of the Loom cloth 
in bolts and make it up into shirts and sell the shirts made from 
that cloth, does not give it the right to do what it has done in this 
case, is shown by the following authorities: Kraus v. Jos. R. 
Peebles’ Sons Co. (C. C.) 58 Fed. 585; Chas. E. Hires Co. v. 
Xepapas (C. C.) 180 Fed. 952; Coca-Cola Co. v. Stevenson (D. C.) 
276 Fed. 1010 [11 T. M. Rep. 113], and cases therein cited. 

The remaining question is the extent to which defendant should 
be enjoined. Defendant has the right to buy Fruit of the Loom 
cloth in bolts and have it made up into shirts and sell it. In doing 
so, it may inform the purchasing public that its product is made 
from Fruit of the Loom cloth, provided it does not adopt trade- 
marks or labeling as applied to such shirts, or make representa- 
tions, either orally or by advertising, which may or will confuse 
the purchasing public as to the origin of its product; in other words, 
it is charged with the affirmative burden and duty of not confusing 
the shirts thus made, with the genuine Fruit of the Loom shirts. 
In view, however, of defendant’s wrongful conduct, this court might 
well enjoin defendant from exercising these rights with respect to 
its stock on hand, on the theory that this is necessary to prevent 
defendant from profiting by its wrongful conduct. For authorities 
to this effect, see Cheney Bros. v. Gimbel Bros. (D. C.) 280 Fed. 
746 [12 T. M. Rep. 187]; Eli Lilly & Co. v. Wm. R. Warner & 
Co. (8 C. C. A.) 275 Fed. 752 [12 T. M. Rep. 1]; Coca-Cola Co. 
v. Gay-Ola Co. (6 C. C. A.) 200 Fed. 720, 119 C. C. A. 164 [8 
T. M. Rep. 1]. 

On the other hand, if this be not necessary, the court may 
permit the defendant to sell its product under the limitations and 
safeguards imposed in Singer v. June Mfg. Co., 168 U. S. 169, 
16 Sup. Ct. 1002, 41 L. Ed. 118, and similar cases. On the whole 
case, I am disposed to think that it would be unnecessarily harsh to 
prohibit defendant from selling and disposing of the shirts on hand, 
or to forbid it absolutely and under any circumstances from exercis- 
ing in the future, within lawful limits, its right to procure Fruit of 
the Loom cloth, have it made up into shirts and sell the same. I 
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am disposed to permit the defendant so to do, provided it assumes 
and fully performs the burden of clearly marking and advertising 
its product in such a way that there will be no reasonable prospect 
of confusing the purchasing public or of appropriating to itself any 
part of the trade or good-will of plaintiffs in their product. 

Plaintiff's counsel has submitted a form of order. This order 
meets with my approval, except the last three lines, beginning with 
the words “and from selling,’ ete. The order to be entered may 
provide that defendant may sell its shirts now in stock, on condi- 
tion only, however, that there be first placed thereon a distinctive 
and conspicuous label stating that they are not genuine Fruit of 
the Loom shirts, made by, plaintiffs or any of their licensees, but 
are made by other manuf: cturers, whose names must be correctly 
given, and from making any other representations with respect 
thereto than that they are made from the same material as that 
from which are made the genuine Fruit of the Loom shirts. No 
oral representation or advertisement in making such sales may be 
made with respect to the material therein which does not conform 
to these limitations. If the defendant desires to procure Fruit 
of the Loom cloth and have the same made up into shirts, it must 
omit from the neckband the legend “Fruit of the Loom,” and must 
also refrain from placing thereon a yoke label of the kind found 
upon its present product. All advertisement with respect thereto 
must conform to the limitations herein stated. 

Plaintiffs may submit a draft of order in conformity herewith. 
Bond is required in the penalty of $3,000, with good security, 
conditioned to pay all costs and damages which may be sustained 
by the defendant or awarded against plaintiffs in the event this 
injunction shall be dissolved. 
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My.es Stranpisu Mere. Co. v. CHAMPION Spark Puivue Co. 


CHAMPION SparK Piva Co. v. Myues Stranpisu Mra. Co. 
(282 Fed. Rep. 961) 


United States Circuit Court of Appeals, Eighth Circuit 
May 165, 1922 


Unrairn CompetirioN—“STANDARD” As CLAssIFYING SparK PLuGs—INTERPRE- 

TATION OF TERM—DEFENSE. 

The fact that the word “Standard” as describing spark plugs re- 
fers to the size and has a well-defined meaning in the automobile trade 
is no defense if its use in such connection deceives the ordinary pur- 
chaser into thinking he is getting the factory equipment plug, since it 
is not the trade meaning nor even the dictionary meaning of a term 
that governs in such cases, but the meaning which, under the condition 
and circumstances usually attending sales, would be conveyed to 
the ordinary purchaser. 

Suit for unfair competition. Decree for plaintiff, and defend- 
ant appeals, and plaintiff brings a cross-appeal. Cross-appeal dis- 


missed, and decree modified and affirmed. 


Henry M. Hualey, of Chicago, Ill. (George L. Wilkinson, of 
Chicago, Ill., on the brief), for Myles Standish Mfg. Co. 

A. C. Paul, of Minneapolis, Minn., and Wilbur Owen, of Sioux 
City, Iowa, for Champion Spark Plug Co. 


Before Sansorn, Stone, and Lewis, Circuit Judges. 


Stone, Circuit Judge: The Champion Spark Plug Company 
brought its complaint against the Myles Standish Manufacturing 
Company upon two counts. The first cause of action, as tried, was 
for infringement of claims 1, 3 and 6 of Stranahan, No. 1,180,799 
(April 25, 1916), covering spark plugs for internal combustion 
engines. The second count was for unfair competition in the sale 
of certain spark plugs and spark plug cores. 

The defenses to infringement were invalidity of the patent, 
because of anticipation and of lack of novelty, and non-infringe- 


ment. The unfair competition was denied. The court entered an 


interlocutory decree which sustained the three claims of the patent, 


found infringement and unfair competition, enjoined both, and or- 


dered an accounting to ascertain profits and damages for infringe- 
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ment and damages for the unfair competition. The Standish Com- 
pany has appealed (No. 5811) from this entire decree, and the 
Champion Company has cross-appealed (No. 5851) from that por- 
tion of the decree allowing an accounting in respect to unfair com- 
petition only for damages, and not for profits, as well.’ 

As to unfair competition. The testimony is sufficient to estab- 
lish that appellant’s plugs are put in the trade in a way that would 
easily deceive a purchaser. The Champion Company complains 
of many acts which it claims constitute unfair competition. ‘These 
include the form and appearance of the plug and the core, the 
printing and cuts upon the cartons, and methods of selling. As 
to the form and appearance of the plug and core and their physical 
appearance, the contention is not well founded because numerous 
physical exhibits here show that the general appearance and form 
of the plug and core are very similar to, if not identical with, many 
other makes of plugs long on the market. Nor can fault be found 
that the cores of the Standish Company were made to fit the shells 
of the Champion plugs and are sold as doing so. These cores are 
not patented. They are subject to breakage and replacement. The 
fact that one company makes the shell gives them no right to have 
no core made by others used therein after the shell has been sold. 

As to the cartons and advertising matter put out by defendant, 
the contention revolves around certain statements referring to use 
of the plugs in Ford engines. For years the Champion plugs have 
constituted the factory equipment of Ford engines. Because of 
the large number of Ford cars, and the popular conception that the 
Ford Company would choose a good spark plug for the factory 
equipment of its cars, this usage is of substantial value to the 
Champion Company. To secure this advantage it has, for years, 
furnished these plugs to the Ford Company at less than cost. It 


has featured this usage in its advertising and it is entitled to the 


exclusive advantage thereof. On the other hand, practically any 
half-inch size spark plug will fit and work in a Ford engine, and 


any owner of a Ford car can substitute for a worn-out or unsatis- 


‘Note—The portion of the opinion relative to infringement of the 
patent is here omitted.—Ed. 
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factory plug, coming in the car from the factory, any plug he de- 
sires. While the advertisements and cartons of defendant have 
never, in so many words, set out that defendant’s plugs were fac- 
tory equipment for Ford cars, it has used expressions, such as 
“standard spark plugs for Fords,’ which are calculated to make 
the ordinary purchaser think such plugs are used by the Ford 
Company for factory equipment. 

It may be, as contended by defendant, that the word “standard” 
refers to the size of the plug and has a well-defined meaning, as 
such, in the automobile trade. That is no defense or justification 
if the use of it in this connection will probably deceive the ordinary 
purchaser into thinking he is purchasing the factory equipment 
plug. It is not the trade meaning, nor even the dictionary meaning, 
of a term or expression, which governs in unfair competition cases. 
It is the meaning which, under the condition and circumstances 
usually attending sales, would be conveyed to the ordinary pur- 
chaser of the article in question. In this respect, the law is the 
same as in cases of misbranding or mislabeling. See Royal Baking 
Powder Co. v. Emerson (C. C. A.) 270 Fed. 429, 485. In our 
judgment, the use of the word “standard” as here used is deceptive. 
The expression “Ford core,” as here used, is also objectionable. 
While it is useful to the parties it is not always advisable for the 
court to undertake to define in detail the precise limits within or 
without which the defendant can safely act in its competition. 
It is often the wiser course to.lay down general lines. The general 
rule to be applied in this case in respect to all of the claimed unfair 
acts is that defendant is free to state that its plugs can be used 
in Ford engines and that its cores can be used in Champion plugs, 


but it must not use any expression or do any act which will convey 


to the ordinary purchaser the impression that its plugs and cores 
either are of Champion manufacture or are used as Ford factory 
equipment. An important consideration in the scope of applica- 
tion of this general rule is that the evidence establishes and the 
court found that the defendant acted with the intention of causing 
the buying public to believe its plugs were made by complainant 
and were the factory equipment plugs used by the Ford Company. 
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We approve, therefore, the application of this rule as made by 
the trial court in paragraphs 11 and 12 of its order. 


CHAMPION COMPANY APPEAL 





The cross appeal of the complainant presents the question of 
whether the decree as to accounting for unfair competition should 
have allowed profits as well as damages. 

A motion to dismiss this cross-appeal has been here filed, based 
on the ground “of lack of jurisdiction, by reason of the fact that 
said cross-appeal does not come within the provisions of either 
Section 128 or Section 129 of the Judicial Code.”” Comp. St. §§ 
1120, 1121. Section 128 regulates appeals to this court from final 
decrees in the District Court. Section 129 regulates appeals from 
interlocutory decrees of injunction or receivership. The cross- 
appellant bases no right to this appeal upon Section 129, but con- 
tends the decree is, in this respect, final as to it. 

This decree, made after a hearing upon the merits, declared 
the validity of the patent, infringement thereof, the existence of 
unfair competition, and the right to recover on account both of 
infringement and of unfair competition. As to the infringement, 
it allowed recovery both for damages and profits. As to the unfair 
competition is allowed recovery of damages only. It then referred 
the matter to a special master 










“to take an account of defendant’s profits as to the first cause of action 
herein (infringement) and plaintiff's damages as to both causes of action 
herein and to assess the same and to report thereon to this court.” 


It, also, provided: 






“That the question of increase of damages under the first cause of 
action, and all further questions, be reserved until the coming in of the 
master’s report.” 







The very recent case of Simmons Co. v. Grier Bros. Co., 257 
U. S. ——, 42 Sup. Ct. 196, 66 L. Ed. ——— (decided by the Su- 
preme Court, February 27, 1922), to which our attention has been, 
with commendable consideration, called since the argument by coun- 
sel for the cross-appellant, seems to definitely settle that this de- 
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cree is not final within the meaning of Section 128. To the same 
effect is Ex parte, National Enameling Co., 201 U.S. 156, 26 Sup. 
Ct. 404, 50 L. Ed. 707, where a cross-appeal, presenting the same 
legal situation as here, was dismissed for want of jurisdiction. 
The motion to dismiss the cross-appeal is sustained. 

The order is that the cross-appeal be dismissed for want of 
jurisdiction; that the decree be modified to require recovery on 
account of infringement to be confined to usage of the flanged 
gaskets; and that, as so modified, the decree be affirmed without 
prejudice to the complainant to apply to the trial court, at any 
time before final decree therein, for a modification of its order de- 


nying recovery of profits on account of unfair competition. 





SIMONEAU V. LANDRY, ET AL. 
(136 N. E. Rep. 601) 


Supreme Judicial Court of Massachusetts, Worcester 


October 11, 1922 


Trape-Marks—INFRINGEMENT—“Honey Crust” anp Bee-Hive Device ror 

Breap—Mark Common to TrApE—AppeAL—DIsMIssAt. 

Where in a suit for infringement of a trade-mark for bread, con- 
sisting of the words “Honey Crust” and the device of a bee-hive, it 
was shown that the use of labels and wrappers bearing either the 
words or the device or both had been used in the trade prior to and 
concurrently with plaintiff's use thereof, the latter had no title to 
the mark, and the judgment appealed from is affirmed. 


In equity. Action for trade-mark infringement. From in- 
terlocutory and final decrees in favor of defendants, plaintiff ap- 
peals. Affirmed. 


The alleged trade-mark was used in connection with the sale 
of bread. The answer alleged that, long prior to its use by plain- 
tiff, the same, or substantially the same, words were in common 
and public use by many persons as a commendatory or fanciful 
r1ame for bread. The case was referred to a master, the material 


parts of whose report are quoted in the opinion. Exceptions to 
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the report were overruled, and motions to recommit denied, and 
the report confirmed. 

































William E. Baff, of Worcester, Mass., for appellant. 

Mitchell, Chadwick & Kent and Jos. T. Brennan, all of Boston, 
Mass., for appellee Landry. 

Qua, Howard & Rogers, of Lowell, Mass., for appellee Guil- 

mette. 


Bratey, J.: The plaintiff, a baker doing business in Worces- 
ter under the name of the Massachusetts Bread Company, alleges 
that he developed a superior bread, the standard qualities of which 
having become recognized and dealt in by the trade or dealers in 
food supplies and by the public, he adopted an original trade- 
mark consisting of the words “Honey Crust’ and the name of the 
company imprinted on the wrappers in capital letters, with an 
ornamental device, of a beehive and sheaf of wheat, which by 
virtue of his prior use “no other person, firm, corporation or asso- 
ciation since his adoption of said mark have a right to the use of 
the same trade-mark either in the identical form or in any such 
near resemblance thereto as might be calculated to deceive,’ and 
that the defendants unlawfully have “appropriated to themselves 
the use of the plaintiff's trade-mark * * * in connection of their 
vending of bread by using wrappers of waxed tissue paper on each 
loaf inscribed with the plaintiff's trade-mark whereby purchasers 
and consumers of bread are misled and believe that bread made and 
sold by the defendants is the bread made by the plaintiff.” The 
bill accordingly asks for injunctive relief and for damages. 

It appears from the master’s report, the plaintiff's exceptions 
to which, as well as his appeal from the overruling of his motion 
to recommit and amend the report, not having been argued, are to 
be treated as waived, that, the defendant Archambault having con- 
sented to the entry of a final decree for the plaintiff, the hearing 
proceeded against the defendants Landry, a resident of Lawrence, 
and Guilmette, a resident of Lowell, “solely upon the claim’ that 
the plaintiff “had a right to the technical trade-name ‘Honey 


Crust’”’ which these defendants who made and sold bread had in- 
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fringed, but as against Guilmette only nominal damages would be 
claimed. The bill has been dismissed as to them, and the only 
question on the plaintiff's appeal is whether upon the pleadings 
and the master’s findings the final decree should be reversed. In 
Weener v. Brayton, 152 Mass. 101, 25 N. E. 46, 8 L. R. A. 640, 
Mr. Justice Devens after defining a trade-mark says: 

“To the validity of a trade-mark, so as to entitle any one to a remedy 
for an invasion thereof, three things have been held necessary: That he 
must show that he has adopted some marks or signs not in use by others 
to distinguish the goods manufactured or sold by him from those of other 


manufacturers or traders, that these must be applied to some article of 
traffic, and that such articles must have been placed on the market.” 


The case at bar is not one of alleged illegal competition, but 
of wrongful appropriation of a trade-mark. A trade-mark relates 
chiefly to the article sold. A trade-name embraces also the indi- 
viduality of the maker, not only for protection in the sale of his 
wares, but to avoid confusion in the market, and to obtain the ben- 
efit of a well-established mercantile reputation. Armington v. 
Palmer, 21 R. I. 109, 42 Atl. 308, 43 L. R. A. 95, 79 Am. St. Rep. 
786; Reading Stove Works Co. v. S. M. Howes Co., 201 Mass. 437, 
438, 87 N. E. 751, 21 L. R. A. (N. S.) 979. While the mark 
assumed and used by the plaintiff was applied to an article of trade 
sold on the market, he is met at the outset by the challenge of the 
defendants of his right either to priority by adoption or of origin 
and ownership in the use of the mark in the actual sale of bread. 
This is a question of fact. Cohen v. Nagle, 190 Mass. 4, 76 N. E. 
276, 2 L. R. A. (N.S.) 964, 5 Ann. Cas. 553; Weener v. Brayton, 
152 Mass. 101, 25 N. E. 46, 8 L. R. A. 640. The master, on 
evidence not reported, after stating “that the use by the plaintiff of 
a ‘Honey Crust’ wrapper began not earlier than October 9, 1917,” 
makes the following findings: 

“The plaintiff testified that his first use of a ‘Honey Crust’ wrapper 
was suggested to him by one Bergeron, at that time and for some years 
prior thereto and since that time in the employ of Petri & Jones Com- 
pany, Inc., a corporation doing business in Boston as dealers in bakers’ 
machinery and supplies. * * * I find that Bergeron called at the place 
of business of the plaintiff in Worcester and there suggested to him, in 


view of the trouble the plaintiff was then having with ‘Table Talk’ wrap- 
pers, the use of ‘Honey Crust’ wrappers, and told him that his company 
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carried on hand for immediate delivery to its customers to meet their 
wants wrappers with the words ‘Honey Crust’ thereon. The plaintiff then 
ordered some of those wrappers and they were shipped. * * * This 
order was given on October 3, 1917, and * * * these wrappers were 
shipped from Boston to Worcester to the plaintiff’s place of business 
on October 9, 1917, and * * * were of the kind shown on ‘Ex- 
hibit 7’ hereto annexed. Some time later, and again at the sugges- 
tion of Bergeron, the plaintiff changed the wrapper to one of the de- 
sign hereto annexed and marked ‘Exhibit 2,’ adopting a trade-mark, 
in this case ‘Massachusetts Bread Co.,’ at the suggestion of Bergeron; 
and again later, about March 31, 1919, the wrapper was changed to 
the design shown upon the wrapper hereto annexed marked ‘Exhibit 1.’ 
As to each of said Exhibits, 2 and 1, * * * the design thereon was 
prepared and designed by Mr. Petri * * * and * * * was used by 
him in the printing of wax wrappers for the bakers’ trade and had been 
so sold by him to bakers in various parts of New England States for 
some time prior to the sales thereof to the plaintiff. * * * 

“In the year 1913 information came to * * * Petri from * * * 
Bergeron “ * # that a wax wrapper with the words ‘Honey Crust’ 
thereon was being used as a wrapper for bread for the retail trade in a 
small town in Rhode Island. Whether ‘Crust’ was spelled with a ‘C’ or 
‘K’ is uncertain. * * * Petri & Jones Company, Inc., thereafter secured 
for sale to its trade wax paper * * * to wrap loaves of bread upon 
which * * * there was printed the words ‘Honey Crust’ and _ that 
* * * corporation did thereafter sell such wrappers to its trade, in 
some cases printing thereon the name of the customer and in some cases 
not printing * * * any name whatsoever. * * * Some time later, 
wrappers having thereon the design which includes a bee-hive and a sheaf 
of wheat were sold by said corporation to its trade. * * * Sales of 
such wrappers to the trade of said corporation began as early as February, 
1914, and continued through the years 1914, 1915, 1916 and 1917. * * * 
In some cases, the word ‘Crust’ was spelled with a ‘C’ and in other cases with 
a “K” * * * Such sales * * * were to bakers doing business in 
various cities or towns in Maine, New Hampshire, Massachusetts and 
Rhode Island, * * * who sold loaves of bread wrapped in said wrap- 
pers. Wrappers so sold * * * are shown on the exhibits hereto at- 
tached numbered 16 to 22, both inclusive. The plaintiff testified and I 
find that he knew of the use of a wax paper wrapper for bread having 
thereon the words ‘Honey Crust’ by a baker in Webster, Mass., in the 
year 1914. I find that the use of wrappers such as are shown by Exhibits 
16 to 22, both inclusive, by bakers for the purpose of wrapping and selling 


bread prior to October, 1917, has been continuous to the time of the filing 
of this bill. 


“+ * * 


Beginning with the early part of November, 1917, the de- 
fendant Guilmette was a baker in Lowell, Mass., and from that time to 
the present day has been selling bread, wrapped in a wax paper, having 
thereon the words ‘Honey Crust” * * 

«“* * * Beginning with April, 1921, the defendant Landry, who 
was then a baker doing business in Marlboro, Mass., began the sale of 
bread in Worcester, which * * * was wrapped in a wax paper having 
thereon the words ‘Honey Crust” * * * The loaf which Landry man- 
ufactured and wrapped * * * was different in shape than the loaf 
manufactured by the plaintiff, in that Landry’s loaf was what is known 
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as a ‘split’? loaf; that is to say, the top of the loaf was not smooth and 
even, but was depressed in the center from end to end. 

“There was no evidence before me tending to show any actual fraudu- 
lent purpose upon the part of either the defendant Landry, or the de- 
fendant Guilmette, to deceive the public into the belief that the bread 
sold by them was the bread of the plaintiff, and I find that there was not 
any such fraudulent purpose.” 

The plaintiff having failed to establish his title, the decree 
should be affirmed with double costs. Weener v. Brayton, supra; 
Cohen v. Nagel, supra; George G. Fox Co. v. Glynn, 191 Mass. 
344, 352, 78 N. E. 89,9 L. R. A. (N. S.) 1096, 114 Am. St. Rep. 
619; Grocers’ Supply Co. v. Dupuis, 219 Mass. 576, 578, 107 
N. E. 3889 [5 T. M. Rep. 41]; Columbia Mill Co. v. Alcorn, 150 
U. S. 463, 464, 14 Sup. Ct. 151, 37 L. Ed. 1144; G. L. ec. 261, 
§§ 11, 12. 


Ordered accordingly. 





SrePpHeEN L. Bartietr Company v. ARBUCKLE BROTHERS 
Court of Appeals of the District of Columbia 
January 2, 1923 


Trape-Marxks—“Havesome” ann “DrinksuM” For Cocoa AND CoFFEE, RE- 
SPECTIVELY—OpPposITI0oN—A PPEAL—MaArks Not DECEPTIVELY SIMILAR 
—REVERSAL. 

In an appeal from a decision sustaining the opposition to the 
registration of the word “Havesome” as a trade-mark for cocoa, on 
the ground of the prior registration of the word “Drinksum” for coffee, 
the sole question is whether an honest use of the former mark would 
be likely to cause confusion in trade or deceive purchasers. Held, 
that the marks are not deceptively similar. 


Appeal from a decision of the Commissioner of Patents. Re- 


versed. For the Commissioner’s decision see 11 T. M. Rep. 264. 


Cuas. H. Ross, Associate Justice: Appeal from a decision of 
the Patent Office in a trade-mark opposition proceeding reversing 
the decision of the Examiner of Interferences and sustaining the 


opposition to the registration by appellant, applicant below, of the 


word ““Havesome” as a trade-mark on cocoa. Shortly before ap- 
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plicant adopted this mark the opposer, appellee here, adopted the 
word “Drinksum” as a trade-mark for coffee. 

It has been held that cocoa and coffee are goods of the same 
descriptive properties, within the meaning of the trade-mark act. 
Baker Co., Limited v. Harrison, 32 App. D. C. 272. The ques- 
tion with which we are here concerned, therefore, is whether the 
marks themselves are deceptively similar, for otherwise the oppo- 
sition should be dismissed. 

That the words involved here are not confusingly similar in 
appearance or sound we think is apparent, and unless we are to 
rule that the adoption of a suggestive mark by one trader precludes 
all other traders from employing another mark of similar sug- 
gestiveness, but entirely different in appearance and sound, appli- 
cant is entitled to registration. In his opinion, reversing the Ex- 
aminer of Interferences, the Assistant Commissioner said: “It 
may be admitted that the labels submitted are not similar and that 
the appearance of the words ‘Havesome’ and ‘Drinksum’ are not 
similar. It may be admitted that the sounds of the two words 
when pronounced are not similar.” The cases cited by the ap- 
pellee and alluded to in the decision of the Assistant Commissioner, 
involving unfair competition, have no application here, where we 
are concerned solely with the question whether an honest use of the 
mark to be registered will be likely to cause confusion in the trade 
or deceive purchasers. The scope of our inquiry being thus re- 
stricted, we agree with the Examiner of Interferences that these 
two marks are not deceptively similar, and hence that the appli- 
cant is entitled to registration. 

The decision, therefore, is reversed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Surnames 


Fennine, A. C.: A_ trade-mark consisting of the name 


“Clark’s,” for gloves, hosiery and underwear, is rejected on the 


ground that the addition of ’s does not make a distinctive display 
of the name “Clark,” nor is the form of the name otherwise dis- 


tinctive.' 


RENEWAL OF FORFEITED CASES 


A petition for the renewal of a forfeited application need not 
be signed by the inventor or assignee, but may be signed by the 
attorney. 

The power of attorney in the original application authorizing 
an attorney to transact all business in the Patent Office in connec- 
tion with the application construed to be of sufficient scope to include 
the signing of a petition for renewal and the subsequent prosecution 
of the application. (Ez parte, Agee, 101 O. G. 1609.)? 


‘Ex parte, Clark Bros., 141 M. D. 407, Sept. 9, 1922. 
*Official Gazette, Aug. 8, 1922. 








